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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-12, drawn to a tool, classified in class 428, subclass 472. 

II. Claims 13-20, drawn to a method, classified in class 427, subclass 255+. 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product can be made by a different method 
such as PVD. 



3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their divergent subject matter, 
different classification and search, a restriction for examination purposes as indicated i 
proper. 

4. During a telephone conversation with Mr. Grudziecki on 3-1 8-03 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-12. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 13-20 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 
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5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1.1 7(i). 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 8-1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 8, the subscripts 'x, y, and z' have not been identified rendering claims 8- 
10 indefinite. 

In claims 10 and 1 1, the phrase' the outer layer' lacks clear antecedent basis, 
rendering these claims indefinite. 



8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
S^es °" thlS C0Untry ' more than one y ear P" or t0 the date of application for patent in the United 
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9. Claims 1-12 are rejected under 35 U.S.C. 102 (b) as being anticipated by Russell 
(5,827,570). 

Russell discloses a coating including an alumina layer including a modifying 
agent within the claimed proportions on the claimed substrate. The coating also 
includes the claimed outer layer that may be TiN. Russell doe not explicitly 
disclose the claimed <300> orientation and texture coefficient, but since the 
alumina coating made similarly to the instant coating, it is the examiner's position 
that these physical properties are inherent. 

10. Claims 1-10,12 are rejected under 35 U.S.C. 102 (b) as being anticipated by Lux 
et al (3,836,392). 

Russell discloses a coating including an alumina layer including a modifying 
agent within the claimed proportions on the claimed substrate. The coating also 
includes the claimed additional layers. Lux et al does not explicitly disclose the 
claimed <300> orientation and texture coefficient, but since the alumina coating 
made similarly to the instant coating, it is the examiner's position that these 
physical properties are inherent. 

11. Any inquiry regarding this communication or earlier communications from the 
Examiner should be directed to Archene Turner, whose telephone number is (703) 308- 
4344. The Examiner can normally be reached Monday to Thursday from 8:30-AMto 
6:00 PM. 
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A facsimile center has been established in Group 1700, Crystal Plaza 2, 8th 
floor, reception area. The hours of operation are Monday through Friday, 8:45 AM to 
4:45 PM. The telecopier number for accessing the facsimile machine is (703) 305-3599 
(for official after final faxes) or (703) 305-5408 (for all other official faxes). This location 
should be used in all instances when faxing any correspondence to Art Unit 1775. Use 
of the Group 1700 center will facilitate rapid delivery of materials to Examiners in Art 
Unit 1775. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group receptionist whose telephone number is (703) 308-0661 . 




A. A. Turner 
Primary Examiner 
Group 1700 
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